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The final page of this brief bears the practitioner's signature. 

REAL PARTY IN INTEREST 

The real party in interest in this appeal is Sharp Laboratories of America, Inc., 
assignee of the captioned application. 

RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences that will directly affect, be directly 
affected by, or have a bearing on the Board's decision in this appeal. 
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STATUS OF CLAIMS 

A. TOTAL NUMBER OF CLAIMS IN THE APPLICATION 
There are 57 claims currently pending in the application. 

B. STATUS OF ALL CLAIMS 

Claims canceled: 32, 43 

Claims withdrawn: None 

Claims pending: 1-31, 33-42, and 44-59 

Claims allowed: None 

Claims objected to: None 

Claims rejected: 1-31, 33-42, and 44-59 

C. CLAIMS ON APPEAL 

Claims 1-31, 33-42, and 44-59 are on appeal. 

A copy of the claims on appeal is set forth in the Claims Appendix to this Brief. 



STATUS OF AMENDMENTS 

No amendment was filed after final rejection. 



SUMMARY OF CLAIMED SUBJECT MATTER 

The claimed subject matter is generally directed to an improved, computer-readable 
image file format, and is reflected in five independent claims. Independent claim 1 claims a 
digital file stored on a computer-readable medium. See Fig. 1 and Specification at p. 2 line 13 to 
p. 3 line 3; Id. at p. 4 lines 5-8. The digital file includes a plurality of boxes containing data 
arranged in a manner consistent with the JPEG2000 specification and suitable to render an image 
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when read by a computer. At least one of the boxes is a metadata box that includes information 
within the metadata box describing the content of the image. See Specification at p. 4 lines 11- 
15. 

Independent claim 15 claims a digital file stored on a computer-readable medium. The 
digital file includes a plurality of boxes containing data arranged in a manner consistent with the 
JPEG2000 specification and suitable to render an image when read by a computer. See Fig. 1 and 
Specification at p. 2 line 13 to p. 3 line 3; Id. at p. 4 lines 5-8. At least one of the boxes is a 
UUID box that includes information within the UUID box describing the content of the image. 
See Specification at p. 5 lines 13-17. 

Independent claim 29 claims a digital file stored on a computer-readable medium. The 
digital file comprises a plurality of boxes containing data arranged in a manner consistent with 
the JPEG2000 specification and suitable to render an image when read by a computer. See Fig. 1 
and Specification at p. 2 line 13 to p. 3 line 3; Id. at p. 4 lines 5-8. At least one of the boxes 
contains information that provides interactivity with the image. See Specification at p. 4 lines 14- 
\5\Id. at p. 5 lines 13-17. 

Independent claim 41 claims a digital file stored on a computer-readable medium. The 
digital file comprises an MPEG-7 description scheme that includes the identification of the 
format of at least one of audio and visual media. See Specification at p. 6 lines 13-16. The 
description scheme also includes data for rendering the at least one of the audio and visual media 
when read by a computer. See Specification at p. 7 lines 4-6. Furthermore, the at least one of the 
audio and visual media are contained within said description scheme and the description scheme 
includes a choice of two different encoding schemes for data, namely, base 16 and base64. See 
Specification at p. 9 lines 6-7. 
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Independent claim 47 claims a digital file stored on a computer-readable medium. The 
digital file comprises a plurality of boxes containing data arranged in a manner consistent with 
the JPEG2000 specification and suitable to render an image when read by a computer. See Fig. 1 
and Specification at p. 2 line 13 to p. 3 line 3; Id. at p. 4 lines 5-8. At least one of the boxes is a 
UUID box. See Specification at p. 5 lines 13-16. The UUID box includes information within the 
UUID box indicating the location of binary data, within the file and not within the UUID box, 
associated with the image. See Specification at p. 5 line 13 - p. 6 line 3; Id. at p. 7 lines 16-22; 
Id. at p. 13 lines 1-22; cf Id. at p. 23 lines 10-14. 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

The grounds of rejection presented for review are (1) whether claims 1-31, 33-42, and 44- 
59 are unpatentable under 35 U.S.C. §101 as being directed to nonstatutory subject matter; (2) 
whether claims 47-49, and 54 are unpatentable under 35 U.S.C. § 102(a) as being anticipated by 
"JPEG 2000 Image Coding System" Final Committee Draft Version 1.0, March 16, 2000 
(hereinafter JPEG 2000); and (3) whether claims 41, 42, and 44-46 are unpatentable under 35 
U.S.C. § 103(a) as being obvious over Pereira, "MPEG-7: a Standard for Describing Audiovisual 
Information," 1999 (hereinafter Pereira) in view of "MPEG-7 Multimedia Description Scheme, 
Description Definition Language v3.0, N3391" (hereinafter referred to as MPEG-7). 

ARGUMENT 

1. Rejection of claims 1-31, 33-42, and 44-59 under 35 U.S.C. §101 

The Examiner rejected claims 1-31, 33-42, and 44-59 as being directed to nonstatutory 
subject matter. The Examiner's rejection is premised on the assertion that a digital file is, per se, 
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not statutory. The Examiner's rejection is contrary to both the MPEP and case authority that is 
directly on point. See In re Wammerdam, 31 USPQ2dl754, 1759 (Fed. Cir. 1994); see also 
MPEP § 2106. In Wammerdam, the Federal Circuit first evaluated method claims 1-4 and 6, each 
directed to a method for "creating a bubble hierarchy," which the court viewed as a mathematical 
construct. The court held that such claims were not directed to statutory subject matter because 
they claimed nothing more than the abstract manipulation of data, i.e. a person mentally creating 
the bubble hierarchy in the claimed manner, or doing so on paper, would infringe the claims. The 
court went on, however, to evaluate claim 5, which was directed to a computer having a memory 
that stored data arranged in the same "bubble hierarchy" that was claimed in the unpatentable 
claims 1-4 and 6. The court stated that claim 5 was "clearly patentable subject matter" because it 
was directed to a thing rather than an abstraction. Thus, the present claims, being each directed to 
a digital file "stored on a computer readable medium" claim patentable subject matter because 
they are directed to an object, and not merely an abstract arrangement of data. 

The MPEP dictates the same result. Compare MPEP at § 2106, 2100-1 1(" Abstract ideas 
or the mere manipulation of abstract ideas are not patentable)(emphasis added)(citations omitted) 
and Id. at § 2106, 2100-13 ("In contrast, a computer-readable medium encoded with a data 
structure defines structural and functional relationships between the data structure and the 
computer software and hardware components which permit the data structure's functionality to 
be realized, and is thus 5fatofory.")(emphasis added). 

The applicant specifically notes that each independent claim includes the limitation of a 
digital file, on a computer-readable storage medium, containing data organized so as to be 
capable of being visually rendered by a computer. This alone renders each claim statutory. The 
applicant also notes that many of these claims, e.g. claims 4-7, 18-21, 29, etc. include the 
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limitation of data in the claimed file that provides user-interactivity with the image rendered by 
the computer. Again, this limitation renders these claims statutory, as there is functionality being 
claimed, rather than the mere organization of data. 

The Examiner cites inapposite portions of the MPEP, which deal with claims, themselves 
directed to literary or musical works, to support the non-statutory subject matter rejection. These 
portions of the MPEP only apply to claims directed to descriptive material that "cannot exhibit 
any functional interrelationship with the way in which computing processes are performed." 
MPEP at § 2106, 2100-13 (emphasis added). The Examiner appears to argue that to be statutory, 
a claimed computer program or other data structure stored on as digital medium must be self- 
executable instantly upon insertion into a computer. See Office Action dated February 7, 2007 at 
p. 8. This is plainly incorrect. All that is required is that the data structure be capable of 
functional interaction with a computer, which is what is claimed. 

The Examiner's assertion that claims 1-59 are directed to nonfunctional descriptive 
material is therefore incorrect, contradicting the portions of the MPEP cited above. Therefore, 
the applicant respectfully requests that the Examiner's rejection of claims 1-31, 33-42, and 44-59 
under 35 U.S.C. § 101 be reversed. The applicant also notes that claims 1-31, 33-40, and 50-53, 
and 55-59 were only rejected under this section. Therefore the applicant also requests that this 
latter set of claims be held patentable. 

2. Rejection of claims 47-49, and 54 under 35 U.S.C. § 102(a) as being 
anticipated by JPEG 2000. 

The Examiner rejected claims 47-49 and 54 under 35 U.S.C. § 102(a) as being 
anticipated by IT- JPEG 2000. To support this rejection, the Examiner argues that the cited 
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reference discloses UUID info boxes that each index UUID boxes, and that may include links to 
information outside the UUID box. The Examiner's rejection is improper. To the extent that the 
Examiner is attempting to read the claim element "UUID Box" so broadly as to read on the 
UUID Info boxes disclosed in the cited reference, the Examiner's reading is improper. Case law 
indicates that the Examiner must accord each limitation some meaning. In other words, the term 
"UUID" must be read as a limitation, and the only means for interpreting the meaning of 
"UUID" is to refer to either the specification or the prior art to see whether that term has a 
clearly identified meaning to ones of ordinary skill in the relevant art. In this case, the 
specification indicates that the acronym UUID box does have a particular meaning - a Universal 
Unique Identifier box that is defined in the JPEG 2000 specification. Thus, when the cited prior 
art reference is the JPEG 2000 specification, which describes both UUID boxes and associated 
UUID Info boxes (that have formats different from a UUID Box) simply containing references to 
UUID boxes, then it is illogical to read the term "UUID box" on a UUID Info box. 

Therefore, the Examiner's rejection of claims 47-49 is improper and the applicant 
respectfully requests that the rejection of these claims be reversed and the claims held patentable. 

3. Rejection of claims 41, 42, and 44-46 under 35 U.S.C. § 103(a) as being 
obvious over Pereira in view of MPEG-7 

The Examiner rejected claims 41-42 and 46 under 35 U.S.C. § 102(b) as being 
anticipated by Pereira. Independent claim 41 includes the limitations of an "MPEG-7 description 
scheme" where the MPEG-7 description scheme also includes "data for rendering said at least 
one of said audio and visual media when read by a computer." The Examiner asserts that Pereira 
discloses this limitation because that reference discloses an MPEG-7 description scheme and 
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indicates that it may be "co-located" with reproduction data in MPEG-2 or MPEG-4 formats. 
Pereira, however, makes clear that the term "co-located" does not mean that the reproduction 
data is contained within the MPEG-7 description scheme; rather, Pereira merely states that the 
MPEG-7 data, in an MPEG-7 format, may be stored on the same hard drive, or transmitted in the 
same data stream, as the MPEG-2 or MPEG-4 reproduction data to which the MPEG-7 
description data pertains. The fact that Pereira discloses (1) ordering identification data in an 
MPEG-7 format; (2) ordering reproduction data in an MPEG-2 or MPEG-4 format; and (3) co- 
locating MPEG-7 data with associated MPEG-2 or MPEG-4 data on the same hard drive or 
transmitting them together along the same wire does not disclose taking the reproduction data 
that would ordinarily be contained in an MPEG-2 or MPEG-4 format and including it within the 
MPEG-7 description scheme. Because the Examiner's rejection is based on an improper reading 
of the disclosure of Pereira, the applicant respectfully requests that the rejection of claims 41, 42 
and 46 be reversed and the claims held patentable. 

CONCLUSION 

The Examiner's respective rejections of claims 20-27 and 30 should be reversed, and the 
claims should be found patentable. 



Respectfully submitted, 




Kurt Rohlfs 
Reg. No. 54,405 
Attorney for Applicant 
Telephone: (503) 227-5631 
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CLAIMS APPENDIX 



1. A digital file stored on a computer-readable medium, said digital file comprising: 

(a) a plurality of boxes containing data arranged in a manner consistent with the 
JPEG2000 specification and suitable to render an image when read by a 
computer; 

(b) at least one of said boxes being a metadata box; and 

(c) including information within said metadata box describing the content of 
said image. 

2. The digital file of claim 1 wherein said information is in XML format. 

3. The digital file of claim 1 wherein said digital file is compliant with the 
JPEG2000 standard. 

4. The digital file of claim 1 wherein said information provides interactivity with 
said image. 

5. Te digital file of claim 4 wherein said interactivity includes providing a bounding 
region of a portion of said image. 

6. The digital file of claim 5 wherein said bounding region is rectangular. 

7. The digital file of claim 5 wherein additional information regarding said content is 
associated with said bounding region of said image. 

8. The digital file of claim 1 wherein said information includes links to information 
external to said digital file. 

9. The digital file of claim 1 wherein said information includes voice annotation. 

10. The digital file of claim 1 wherein said information includes object boundary 
information. 
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1 1 . The digital file of claim 1 wherein said information includes textual information 
regarding the content of said image free from copyright information. 

12. The digital file of claim 1 wherein said information is MPEG-7 data. 

13. The digital file of claim 12 wherein said MPEG-7 data is compliant with the 
MPEG-7 specification. 

14. The digital file of claim 12 wherein said information includes binary data. 

15. A digital file stored on a computer-readable medium, said digital file comprising: 

(a) a plurality of boxes containing data arranged in a manner consistent with the 
JPEG2000 specification and suitable to render an image when read by a 
computer; 

(b) at least one of said boxes being a UUID box; and 

(c) including information within said UUID box describing the content of said 
image. 

16. The digital file of claim 15 wherein said information is in XML format. 

17. The digital file of claim 15 wherein said digital_file is compliant with the 
JPEG2000 standard. 

18. The digital file of claim 15 wherein said information provides interactivity with 
said image. 

19. The digital file of claim 18 wherein said interactivity includes providing a 
bounding region of a portion of said image. 

20. The digital file of claim 19 wherein said bounding region is rectangular. 

21 . The digital file of claim 19 wherein additional information regarding said content 
is associated with said bounding region of said image. 

22. The digital file of claim 15 wherein said information includes links to information 
external to said digital file. 
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23. 



24. 

information. 



The digital file of claim 1 5 wherein said information includes voice annotation. 
The digital file of claim 15 wherein said information includes object boundary 



25. The digital file of claim 15 wherein said information includes textual information 
regarding the content of said image free from copyright information. 

26. The digital file of claim 15 wherein said information is MPEG-7 data. 

27. The digital file of claim 26 wherein said MPEG-7 data is compliant with the 
MPEG-7 specification. 

28. The digital file of claim 26 wherein said information includes binary data. 

29. A digital file stored on a computer-readable medium, said digital file comprising: 

(a) a plurality of boxes containing data arranged in a manner consistent with the 
JPEG2000 specification and suitable to render an image when read by a 
computer; and 

(b) at least one of said boxes containing information that provides interactivity 
with said image. 

30. The digital file of claim 29 further including information within at least one of a 
metadata box and a UUID box describing the content of said image wherein said information is 
in XML format. 

3 1 . The digital file of claim 29 wherein said digital_file includes a metadata box. 
32 (canceled). 

33. The digital file of claim 32 30 wherein said interactivity includes providing a 
bounding region of a portion of said image. 

34. The digital file of claim 33 wherein said bounding region is rectangular. 
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35. The digital file of claim 33 wherein additional information regarding said content 
is associated with said bounding region of said image. 

36. The digital file of claim 30 wherein said information includes links to information 
external to said digital file. 

37. The digital file of claim 30 wherein said information includes voice annotation. 

38. The digital file of claim 30 wherein said information includes object boundary 
information. 

39. The digital file of claim 30 wherein said information includes textual information 
regarding the content of said image free from copyright information. 

40. The digital file of claim 29 wherein said MPEG-7 compliant description scheme 
includes binary data. 

41 . A digital file stored on a computer-readable medium, said digital file comprising: 

(a) a MPEG-7 description scheme that includes the identification of the format 
of at least one of audio and visual media; 

(b) said description scheme including data for rendering said at least one of said 
audio and visual media when read by a computer; and 

(c) said at least one of said audio and visual media being contained within said 
description scheme wherein said description scheme includes a choice of 
two different encoding schemes for data, namely, base 16 and base64. 

42. The digital file of claim 41 wherein said description scheme is InlineMedia. 
43 (canceled). 

44. The digital file of claim 41 wherein said base 16 is part of an element name 
MediaDatal6. 

45. The digital file of claim 41 wherein said base64 is part of an element name 
MediaData64. 
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46. 



The digital file of claim 41 wherein said data is binary. 



47. A digital file stored on a computer-readable medium, said digital file comprising: 

(a) a plurality of boxes containing data arranged in a manner consistent with the 
JPEG2000 specification and suitable to render an image when read by a 
computer; 

(b) at least one of said boxes being a UUID box; and 

(c) including information within said UUID box indicating the location of 
binary data, within said file and not within said UUID box, associated with 
said image. 

48. The digital file of claim 47 wherein said information is in XML format. 

49. The digital file of claim 47 wherein said digital file is compliant with the 
JPEG2000 standard. 

50. The digital file of claim 47 wherein said information provides interactivity with 
said image. 

5 1 . The digital file of claim 50 wherein said interactivity includes providing a 
bounding region of a portion of said image. 

52. The digital file of claim 51 wherein said bounding region is rectangular. 

53. The digital file of claim 51 wherein additional information regarding said image is 
associated with said bounding region of said image. 

54. The digital file of claim 47 wherein said information includes links to information 
external to said digital file. 

55. The digital file of claim 47 wherein said binary data includes voice annotation. 

56. The digital file of claim 47 wherein said binary data includes object boundary 
information. 
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57. The digital file of claim 47 wherein said information includes textual information 
regarding the content of said image free from copyright information. 

58. The digital file of claim 47 wherein said information is MPEG-7 data. 

59. The digital file of claim 58 wherein said MPEG-7 data is compliant with the 
MPEG-7 specification. 
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EVIDENCE APPENDIX: 

None. 



RELATED PROCEEDINGS APPENDIX: 

None. 
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